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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 38-42 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claim 38 recites a formula for the catalyst wherein M is a noble metal, X is a 
tetravalent element and Y is a trivalent element. Claims 39-41 further define M, X, and 
Y. These limitations render the claim indefinite because they appear to be inconsistent 
with claim 22, upon which claims 38-42 are dependent. Claim 22 requires M to be 
platinum, X to be germanium, and Y to be aluminum. Therefore, claims 38-42 appear to 
be broader in scope than claim 22 which is improper. For the purposes of search and 
examination, these claims have been examined consistent with claim 22 and therefore, 
M is considered to be platinum, X is considered to be germanium, and Y is considered 
to be aluminum. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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5. Claims 1 7-20, 22-25, 29-35, and 38-44 are rejected under 35 U.S.C. 1 02(b) as 
being anticipated by Miller. 

Miller (US 5,558,851 ) discloses crystalline zeolite such as ZSM-5 and zeolite 
beta, which may be prepared from a reaction mixture containing silicon, germanium, or 
both (i.e. Y02), and aluminum (i.e. W203) (column 9, lines 5-25). Such a composition 
with yield a Y02/W203 ratio of 12 to infinity (column 9, line 12-20). It is taught that the 
zeolite can be used in combination with a hydrogenation promoter such as platinum, 
added by ion exchange or impregnation, followed by calcination (column 13, lines 5-40). 
The reference teaches, by way of example, a platinum amount of 0.6wt% (Example 1 1 ). 
The catalyst composition may be used in a variety of hydrocarbon conversion 
processes, including aromatics formation. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by Miller et al. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 23-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miller as applied to claims 17-20, 22-25, 29-35, and 38-44 above, and further in view of 
Katsuroetal. 

The teachings of Miller are as described above for claims 17-20, 22-25, 29-35, 
and 38-44. 

With respect to claims 23-25, if it is considered that the ratio disclosed by Miller is 
not sufficiently specific to meet the claimed ratio within the meaning of 35 USC 102, it is 
the position of the examiner that a rejection under 35 USC 103 is appropriate. 

In this case, the difference between the reference and the claims is that Miller 
does not specifically disclose the silicon-germanium to aluminum atomic ratio, as 
required by claims 23-25, or that silica to germahia ratio, required by claims 26-28. 

Katsuro et al. (US 5,574,172) discloses a zeolite such as zeolite ZSM-5 and 
zeolite beta, having the composition xAI203ySi02zTbOc, wherein T may be germanium 
(column 2, lines 30-45). The ratios taught by the reference would meet the instantly 
claimed ratios. Refer to column 2, lines 50-56. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the composition of Miller to include the use of the 
zeolites having the ratios disclosed by Katsuro et al. One of ordinary skill would have 
been motivated to do so with a reasonable expectation of success because Katsuro et 
al. specifically provides a composition taught by Miller as suitable. 
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8. Claims 21, 36-37, and 45-57 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miller as applied to claims 17-20, 22-25, 29-35, and 38-44 above, 
and further in view of Froment et al. 

The teachings of Miller are as described above for claims 17-20, 22-25, 29-35, 
and 38-44. 

The difference between the reference and the claims is that the reference does 
not disclose that the catalyst is sulfided. 

Froment et al. (US 5,672,796) discloses a catalyst composition comprising a 
ZSM-5 zeolite and platinum which is useful in aromatization processes (column 1, lines 
10-20). The reference teaches that by partially sulfiding the catalyst prior to use, the 
catalyst has a substantially increased run length and increased selectivity and activity 
(Abstract and column 1, lines 55-65). The partial sulfiding is carried out by reducing the 
active metals with hydrogen, contacting with hydrogen sulfide, followed by an additional 
hydrogen contacting step (column 5, lines 38-46). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the composition and method of making taught by 
Miller to include the partial sulfiding taught by Froment et al. One would have been 
motivated to do so in order to obtain a catalyst composition of increased selectivity that 
had a longer lifetime. Because both catalyst compositions are useful in the same 
process, one would have a reasonable expectation of success from the combination. 
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Conclusion 



9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christina Johnson whose telephone number is (571) 
272-1176. The examiner can normally be reached on Monday-Friday, 7:30-5, with 
Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (571 ) 272-1 171 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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